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fi Summary 



Application No. 
08/671,757 



Applicant(s) 



Suerbaum 



Examiner 

Sharon L Turner, Ph.D. 



Group Art Unit 
1647 




jXi Responsive to communication(s) filed on 1-25-01 . 

X; This action is FINAL. 

n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Qu 9 j*835 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire __ month(s), or thirty days, whichever is 

tnoer from the malg date of this communication. Failure to respond within the period for response will cause the 

LpS^^ ( 3s usc - § 133 >- Extensions of time may be obtained und ' r the prov,slons 

37 CFR 1.136(a). 



Disposition of Claim 

|_ Hnimf*) ifL9R t tt), 48. and 52-66 



Of the above, claim(s) 10-28. 30. and 48 



E Claim(s) 60-63. and 65 



B Claim(s) Sfl-59 and 66 o^d. (r4 
□ Claim(s)__ 



is/are pending in the applicat 

is/are withdrawn from consideration 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on */are objected to by the Examiner. 

□ The proposed drawing correction, filed on . , is □ approved disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

priority under 35 U.S.C. §119 

& Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 
""SAII rBome* K>ne of the CERTIFIED copies of the priority documents have been 

(3 received. 

□ received in Application No. (Series Code/Serial Number) : . _ ■ 

□ received in this national stage application from the International Bureau (PCT Rule -17.2(a)). 
Certified copies not received: . : 

□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

[j Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 



. SEE OFFICE ACTION ON THE FOLLOWING PAGES . 
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Application/Control Number. 086717 57 
Art Unit: 1647 

Response to Amendment 

Technology Center 1600, Ar, Unit 1647. Examiner Turner. 

„u d ,l 9-00 U-15-00a„dl-25-01 W ithdeolara.ionhavebeenenterea 
2. The responses tiled 1 1 imj 

into the record and fully considered. 

3 Claims 10-28, 30, 48 and 52-66 are pending. 

^einventiono^^ 
prott i„w h ich f a,^^ 

10-29-97. 

elected invention. See 37 CFR 1.142(b) andMPEP § 821.03. 

5 Claims .0-28, 30 and 48 are withdrawn from further — tion pursuant ,„ 37 

linki „g claim. Election was made without traverse in Paper No. 7. 

6 . AnyrejectionnotfoundhereinhasbeenwithdrawnbvUteExaminer. 

New Rejections Based on Amendment 
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AppHcatio 
Art Unit: 1647 



n/Control Number: 08671757 



Claim Rejections -35 USC §U2 

/ The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

carrving out his invention. 

, , pr 35 USC 112, first paragraph, for thesame 

wasnotdescribedinthespectficationmsuchawy 

, • ntion This is a written description rejection, 
claimed invention, i nib ia « 

■f ^Cincl^e upstream and downstream non-coding sequences. Thee— sugg sts 
sptt ,f,ca,,on mcludmg cassette" as recited in c.atm 

amendment away from the termmology of a gene to 

^^^ucieotideseouenceencoding, ^ 
o Cairns 56-59 and 66(cd) are reacted under 35 U.S.C. 

subject matter wnu. the 
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App.ica.ion/Contto. Number: 08671757 
Art Unit: 1647 

^ ^^^^^^^ T u 

the ,es,dues of SEQ ^ ^ the 

Th e nuclides intended to be encompassed must be c.ea y 

• er n„me !m in g( u.sea r c h hasbeenco n d U c t ed f „ Il henuc,eicac 1 dso f c,a 1 ms56- 5 9 
by the examiner, no meaning 

and66(c-d). 

10 Th efo..o*in g isa q uota t ionof.hesecondpa B graphof35U.S.C. 
applicant regards as the invention. 



examiner 
recitations to 
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The examiner cannot discern the structural characteristics of the polynucleotides encompassed by 

the claims as it is unclear to the examiner what sequences and restriction sites applicant is 

referring to. The metes and bounds of the claim are indefinite and no meaningful search of the 

nucleic acids has been conducted. 1 

Status of Claims 

12. Claims 52-55, 60-63, 65 are allowed. 

Conclusion 

13. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 



14. 

be 



Any inquiry of a general nature or relating to the status of thh , g; »>«Mi. sh ° uld 
directed to the Group receptionist whose telephone number is (703) 308-01%. 
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Papers relating to this application may be submitted to Technology Center 1600, Group 

^^^^3^^^^^ *oL 3:00 AM ,0 4:00 

"e examiner by telephone are unsuccessful, the earner's superior, Gary Kunz can be 

reached at (703) 308-4623. 

SharonL 2 T 7 er,Ph.D. ^Jtf. 

Apnl6 ' 2UU1 SUPHWmSy WENT EXAMINER 

TECmOLOGY CENTER 1600 




PATENT 

Attorney Docket No. 02356.0073 




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: 



Sebastian SUERBAUM et al . 



Serial No.: 08/671,757 



Group Art Unit: 1644 



Filed: June 28, 1996 



Examiner : S . Turner 



For: CLONING AND CHARACTERIZATION OF THE flba GENE 

OF H. PYLORI, PRODUCTION OF AFLAGELLATE STRAINS 



Assistant Commissioner of Patents 



Washington, D.C. 20231 
Sir: 

DECLARATION PURSUANT TO 37 C.F.R. §1.132 

I, Agnes Labigne DO HEREBY DECLARE AND SAY: 

1. I am one of the joint inventors of the subject matter 
disclosed in U.S. patent application Serial No. 08/671,757. 

2. Attached hereto as Exhibit A are claims 52-66. 

3. On information and belief, claims 52-66 of Exhibit A 
are pending in U.S. patent application Serial No. 08/671,757. 

4. I have examined claims 52-66 of Exhibit A and I believe 
that I am a joint inventor of the subject matter of these claims. 

5. I am a coauthor of an abstract identified as Suerbaum 
et al., "Clonin g, Seq uencin g, and Mutagenesis of the H. p ylori 
flbA Gene - a Homolog of the lcrD/flbF/invA Family of Genes 
Associated with Motility and Virulence, " a copy of which is 



attached hereto as Exhibit B, and which is hereinafter referred 
to as the "Suerbaum abstract". 

6. I am a joint inventor of the subject matter disclosed 
in the Suerbaum abstract . 

7. On information and belief, the Suerbaum abstract has 
been cited against claims 52-66 in U.S. patent application Serial 
No. 08/671,757 because A. Schmitz and C. Josenhans are named as 
coauthors of the Suerbaum abstract, but are not named as 
coinventors in U.S. patent application Serial No. 08/671,757, and 
based on these circumstances, the U.S. Patent Examiner asserted 
that the subject matter disclosed in U.S. patent application 
Serial No. 08/671,757 and the subject matter claimed in claims 
52-66 in Exhibit A was not invented by the inventors named in the 
application. 

8. The experimental work described in the Suerbaum 
abstract was conducted by Sebastian Suerbaum, or Agnes Labigne, 
or performed under our direction or supervision. 

9. A. Schmitz and C. Josenhans worked under our 
supervision. Under our instructions, A. Schmitz rendered 
technical assistance in sequence analysis and C. Josenhans 
rendered technical assistance with immunoblot experiments. A. 
Schmitz and C. Josenhans were rewarded for their work by being 
included as coauthors of the Suerbaum abstract. 
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10. A. Schmitz and C. Josenhans did not make an inventive 
contribution to the experimental work described in the Suerbaum 
abstract, or an inventive contribution to the subject matter 
disclosed in U.S. patent application Serial No. 08/671,757, or an 
inventive contribution to the subject matter of claims 52-66 of 
Exhibit A, and A. Schmitz and C. Josenhans are not joint 
inventors of this subject matter. 

11. The undersigned declares further that all statements 
made herein of her own knowledge are true and that all statements 
made on information and belief are believed to be true and 
further that the statements were made with the knowledge that 
willful false statements and the like so made are punishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of 
the United States Code, and that such willful false statements 
may jeopardize the validity of the application or any patents 
issuing therefrom. 

Signed at ^ , France 

A s Agnes Labigne 

this j] day of ^g^^cx^" H , 20 
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